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DETAILED ACTION 



Response to Amendment 



1 . This action is in response to applicant's amendment filed on 4/5/201 0. Claims 1 , 3, 
4, 8, 9, 11, 12, 16, 17, 19, 20, 24, and 28-36 are presently pending. Claims 2, 5-7, 
10, 13-15, 18, 21-23, and 25-27 have been canceled. 



Response to Arguments 



2. Applicant's arguments filed on 4/5/201 0 with respect to claims 1 , 3, 4, 8, 9, 1 1 , 1 2, 
16, 17, 19, 20, 24, and 28-36 have been fully considered but they are not 
persuasive. 



In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
are not recited in the rejected claim(s). 
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2.1 .Applicant states "Applicants' approach has a number of advantages, including 
avoiding redundant storage of the same program in multiple set-top boxes 
connected in a network. When a first set-top box receives a recording request for 
a program, it determines if the program is already stored in a second set-top box. 
If the program is already stored, the program can be accessed by the first set-top 
box in response to the recording request." Page 2 of Remarks, 5 th paragraph 

Examiner disagrees as this feature is neither claimed nor disclosed by the 
applicant. Applicant's claims recite accessing the program by the first set-top 
box upon receipt of the recording request . In this context, accessing indicates 
downloading. Applicant's disclosure does not provide any indication to the 
contrary as to the meaning of "accessing". In other words, "accessing" does not 
mean "playing". Therefore, the claims as recited query the network for the 
availability of the storage space and across the network in case the set-top box 
lacks such resources to download/ record the requested program, which are 
taught by Gray and Dovi references as analyzed. 

Furthermore, a "avoiding redundant storage" feature is neither claimed, nor 
disclosed. 
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2.2. Applicant argues that Gray does not teach "set-top box querying another set-too 
box when a request to record has been received". Page 3 of Remarks, 1 st 
paragraph, 5 th -6 th lines) 

Examiner disagrees. Applicants' claims recite set-top box querying a network , 
which is taught by Gray fflf [30]-[31]. 

Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent; or (2) a patent granted on an application for patent 
by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for the 
purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the 
English. 
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4. Claims 1, 3, 8, 9, 11, 16, 17, 19, 24, and 28 - 36 are rejected under 35 U.S.C. 102(e) 
as being anticipated by J. H. Gray et al., USPGPUB 2004/01 631 30 (hereinafter 
"Gray"). 

4.1 . Regarding claim 1 , Gray discloses a method for using a network of set-top 
boxes (Abstract, network of Fig.1 , ffl] [20], and [21]), comprising: 

providing at least a first and a second set-top box in a network (Fig. 
1 ; 12a and 12b), wherein each of said first and second set-top boxes 
includes a respective first and second storage device capable of storing 
programs (Components of a set-top box, showing storage 48, are shown in Fig. 
2, and further elaborated in If [23], in particular 18 th -21 st lines); 

making said first and second storage devices available to said 
network (elements of Fig. 1 are networked, and share recourses as in U [26], in 
particular enabled to share storage resources as in If [29]); 

receiving a request to record a program (for example storing/ 
recording the EPG example provided in If [34]) in said first set-top box (U [30], 
1 st 4 lines); 

querying said network with said first set-top box (as disclosed in fflf 
[30] and [31] the network is queried for available resources), to determine 
whether said program is stored in said second storage device included in 
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said second set-top box (1f [29], 4 th - 8 th lines discloses determining availability 
of storage for storing/ retrieving content; an example is disclosed in If [34], 
whereby the first set-top box does not have the full program/ EPG available, and 
secures access and uses the program/EPG of the second set-top box); 

when said query indicates that said program is stored in said 
second storage device, accessing said program stored on said second 
storage device over said network with said first set-top box in response to 
receiving said recording request (as described for the EPG example in If 
[34]); and 

otherwise, using at least one of said first and said second storage 
devices in response to receiving said recording request (the EPG example 
of If [34] also discloses that due to limited storage capacity of the first set-top 
box, full EPG functionality is offered by cooperation/ sharing of the two set-top 
boxes, e.g. the resources of the 1 st set-top box is sufficient to offer 48 hours of 
scheduling/ viewing). Furthermore, in [36] disclosure is made of RSG enabling 
each device to play content that may not be locally available, but stored 
elsewhere, or combination thereof). 

4.1.1. Regarding claim 3, wherein said first set-top box uses said first 
storage device when said first storage device is available, and 
attempts to use said second storage device when said first storage 
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device is not available, as disclosed in U [34], the first set-top box uses the 
local storage to the extent available (48 hours worth of programming data). 
Once the local resource is tapped out, the first se-top box looks for 
resources elsewhere, e.g. second set-top box. 

4.1.2. Regarding claim 8, when said program is not stored in said second 
storage device (as in 1f [29], and example of U [34], the first device 
communicates with other devices based on the processes outlined in Fig. 3. 
If resources are not available for the action requested at 61 , then processes 
of steps 62- 66 will commence): 

examine said first storage device to determine whether said 
first storage device has enough space available for said program 
(62); 

record said program to said first storage device, when there is 
enough space available for said program (63); 

examine said second storage device to determine whether 
said second storage device has sufficient space available, when 
enough space was not available on said first storage device (65, 66); 
and 

record said program to said second storage device, when 
there is sufficient space available for said program on said second 
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storage device and not on said first storage device (66). Also see If 
[45] 



4.1 .3. Regarding claim 28, further comprising recording said program to 
said second storage device prior to receiving said recording request in 
said first set-top box, programs are stored across a network form time to 
time either by user request or at the direction of the network operator. Since 
applicant has not specified any special conditions for storage of the 
program, before an actual request for service is made, this claim is so broad 
that any network, including Gray's, reads on this claim. 



4.1 .4. Regarding claim 29, wherein accessing said program stored on said 
second storage device comprises retrieving, over said network, said 
program from said second storage device, with said first set-top box, 

see example in If [34]. 

4.1 .5. Regarding claim 30, wherein accessing said program stored on said 
second storage device comprises displaying said program with said 
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first set-top box, as in If [34], the EPG is displayed on the viewer's TV, e.g. 
24b in Fig. 1. 



4.2. Regarding claim 9, Gray discloses a network of set-top boxes (Abstract, 
network of Fig.1 , fflf [20], and [21]), comprising: 
a network (network of Fig.1 ); 

at least a first and a second set-top box connected in said network 

(Fig. 1; 12a and 12b); 

a first and second storage device included in respective said first 
and set-top boxes, wherein each of said storage devices is capable of 
storing programs (Components of a set-top box, showing storage 48, are 
shown in Fig. 2, and further elaborated in If [23], in particular 18 th -21 st lines), and 
is available to said network (elements of Fig. 1 are networked, and share 
recourses as in If [26], in particular enabled to share storage resources as in If 
[29]); and 

a processor (as shown in Fig. 2, set-top box has a processor 40, and 
other components enabling said set-top box to perform functions as recited) on 
said first set-top box, said processor being configured to: 

receive a request to record a program (for example storing/ 
recording the EPG example provided in If [34], If [30], 1 st 4 lines; where as 
shown in Fig. 3, the set-top box receives command/request at 61); 
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transmit a query to said network (as disclosed in fflf [30] and [31] 
the network is queried for available resources), to determine whether 
said program is stored in said second storage device included in 
said second set-top box (If [29], 4 th - 8 th lines discloses determining 
availability of storage for storing/ retrieving content; an example is 
disclosed in If [34], whereby the first set-top box does not have the full 
program/ EPG available, and secures access and uses the program/EPG 
of the second set-top box); 

access said program stored on said second storage device 
over said network with said first set-top box in response to receiving 
said recording request when said query indicates that said program 
is stored in said second storage device, (as described for the EPG 
example in If [34]); and 

otherwise, using at least one of said first and said second 
storage devices in response to receiving said recording request (the 
EPG example of If [34] also discloses that due to limited storage capacity of 
the first set-top box, full EPG functionality is offered by cooperation/ sharing 
of the two set-top boxes, e.g. the resources of the 1 st set-top box is sufficient 
to offer 48 hours of scheduling/ viewing). Furthermore, in If [36] disclosure is 
made of RSG enabling each device to play content that may not be locally 
available, but stored elsewhere, or combination thereof). 
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4.2.1 . Regarding claim 1 1 , wherein said first set-top box uses said first 
storage device when said first storage device is available, and 
attempts to use said second storage device when said first storage 
device is not available, as disclosed in ^ [34], the first set-top box uses the 
local storage to the extent available (48 hours worth of programming data). 
Once the local resource is tapped out, the first se-top box looks for 
resources elsewhere, e.g. second set-top box. 

4.2.2. Regarding claim 31 , further comprising a processor on said second 

set-top box (networked devices, e.g. set-top boxes, as shown in Fig. 2, 
have processors 40), configured to receive a recording request prior to 
receiving said recording request in said first set-top box, as in U [32], a 
secondary device may be designated as the control member, receiving all 
requests for resources, therefore the second device/ control member is 
configured to receive and act upon a recording request prior to receiving 
said recording request in said first set-top box 
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4.2.3. Regarding claim 32, wherein said processor (40) is further configured 
to retrieve, over said network, said program from said second storage 
device when said query indicates that said program is stored in said 
second storage device, as described in Fig. 3, steps 62- 66, once the 
available resource is identified, the content is stored/ retrieved from said 
resource. Also see fflf [29], [30], [31], [34], and [45]. 

4.2.4. Regarding claim 33, wherein said processor is further configured to 
display said program when said query indicates that said program is 
stored in said second storage device, upon communication amongst 
resources and designation of source, e.g. 1 st or 2 nd set-top box, the program 
is displayed on the appropriate TV set (e.g. 24b) 



4.3. Regarding claim 16, Gray discloses a network of set-top boxes (Abstract, 
network of Fig.1, fflf [20], and [21]), comprising: 

means for providing at least a first and a second set-top box in a 
network (Fig. 1; 12a and 12b), wherein each of said first and second set-top 
boxes includes a respective first and second storage device capable of 
storing programs (Components of a set-top box, showing storage 48, are 
shown in Fig. 2, and further elaborated in [23], in particular 18 th -21 st lines); 
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means for making said first and second storage devices available to 
said network (elements of Fig. 1 are networked, and share recourses as in If 
[26], in particular enabled to share storage resources as in If [29]); 

means for receiving a request to record a program (for example 
storing/ recording the EPG example provided in If [34]) in said first set-top box 
(IT [30], 1 st 4 lines); 

means for querying said network with said first set-top box (as 
disclosed in fflf [30] and [31] the network is queried for available resources), to 
determine whether said program is stored in said second storage device 
included in said second set-top box flf [29], 4 th - 8 th lines discloses 
determining availability of storage for storing/ retrieving content; an example is 
disclosed in 1f [34], whereby the first set-top box does not have the full program/ 
EPG available, and secures access and uses the program/EPG of the second 
set-top box); 

means for accessing said program stored on said second storage 
device over said network with said first set-top box in response to 
receiving said recording request (as described for the EPG example in If [34]) 
when said query indicates that said program is stored in said second 
storage device (resource availability id checked at steps 62 and 65, and upon 
availability of resource, appropriate action, e.g. retrieving/ storing/ processing is 
taken. Also see fflf [29], and [45]); and 
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otherwise, means for using at least one of said first and said second 
storage devices in response to receiving said recording request (the EPG 
example of H [34] also discloses that due to limited storage capacity of the first 
set-top box, full EPG functionality is offered by cooperation/ sharing of the two 
set-top boxes, e.g. the resources of the 1 st set-top box is sufficient to offer 48 
hours of scheduling/ viewing). Furthermore, in ^ [36] disclosure is made of RSG 
enabling each device to play content that may not be locally available, but stored 
elsewhere, or combination thereof). 



4.4. Regarding claim 17, Gray discloses a computer program product (Abstract, 
operating network of Fig.1 , fflf [20], and [21]), comprising: 

a computer usable medium (as indicated in the components of the 
networked devices of Fig. 2, comprising processor for executing and storage 
elements 42, and 48 to run program codes stored therein) having computer 
readable program code means embodies therein for causing a computer to 
use a network of set-top boxes, comprising: 

computer readable program code means for causing a computer to 
provide at least a first and a second set-top box in a network (Fig. 1 ; 12a 
and 12b), wherein each of said first and second set-top boxes includes a 
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respective first and second storage device capable of storing programs 

(Components of a set-top box, showing storage 48, are shown in Fig. 2, and 
further elaborated in If [23], in particular 18 th -2 1 st lines); 

computer readable program code means for causing a computer to 
make said first and second storage devices available to said network 
(elements of Fig. 1 are networked, and share recourses as in If [26], in particular 
enabled to share storage resources as in If [29]); 

computer readable program code means for causing a computer to 
receive a request to record a program (for example storing/ recording the 
EPG example provided in 1f [34]) in said first set-top box (If [30], 1 st 4 lines); 

computer readable program code means for causing a computer to 
query said network with said first set-top box (as disclosed in fflf [30] and 
[31] the network is queried for available resources), to determine whether said 
program is stored in said second storage device included in said second 
set-top box (][ [29], 4 th - 8 th lines discloses determining availability of storage for 
storing/ retrieving content; an example is disclosed in If [34], whereby the first 
set-top box does not have the full program/ EPG available, and secures access 
and uses the program/EPG of the second set-top box); 

computer readable program code means for causing a computer to 
access said program stored on said second storage device over said 
network with said first set-top box in response to receiving said recording 
request (as described for the EPG example in If [34]) when said query 
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indicates that said program is stored in said second storage device 

(resource availability id checked at steps 62 and 65, and upon availability of 
resource, appropriate action, e.g. retrieving/ storing/ processing is taken. Also 
see [29], and [45]); and 

otherwise, computer readable program code means for causing a 
computer to use at least one of said first and said second storage devices 
in response to receiving said recording request (the EPG example of ^ [34] 
also discloses that due to limited storage capacity of the first set-top box, full 
EPG functionality is offered by cooperation/ sharing of the two set-top boxes, 
e.g. the resources of the 1 st set-top box is sufficient to offer 48 hours of 
scheduling/ viewing). Furthermore, in 1f [36] disclosure is made of RSG enabling 
each device to play content that may not be locally available, but stored 
elsewhere, or combination thereof). 



4.4.1 . Regarding claim 19, wherein said first set-top box uses said first 
storage device when said first storage device is available, and 
attempts to use said second storage device when said first storage 
device is not available, as disclosed in U [34], the first set-top box uses the 
local storage to the extent available (48 hours worth of programming data). 
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Once the local resource is tapped out, the first se-top box looks for 
resources elsewhere, e.g. second set-top box. 



4.4.2. Regarding claim 24: 

computer readable program code means for causing a computer 

(as effectuated by components of the set-top box in Fig. 2), when said 
program is not stored in said second storage device (as in If [29], and 
example of 1f [34], the first device communicates with other devices based 
on the processes outlined in Fig. 3. If resources are not available for the 
action requested at 61 , then processes of steps 62- 66 will commence) to 
examine said first storage device to determine whether said first 
storage device has enough space available for said program (62); 
computer readable program code means for causing a 
computer (as effectuated by components of the set-top box in Fig. 2), 
when said program is not stored in said second storage device (as in 
If [29], and example of If [34], the first device communicates with other 
devices based on the processes outlined in Fig. 3. If resources are not 
available for the action requested at 61 , then processes of steps 62- 66 
will commence) to record said program to said first storage device, 
when there is enough space available for said program (63); 
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computer readable program code means for causing a 
computer (as effectuated by components of the set-top box in Fig. 2), 
when said program is not stored in said second storage device (as in 
If [29], and example of 1f [34], the first device communicates with other 
devices based on the processes outlined in Fig. 3. If resources are not 
available for the action requested at 61 , then processes of steps 62- 66 
will commence) to examine said second storage device to determine 
whether said second storage device has sufficient space available, 
when enough space was not available on said first storage device 
(65, 66); and 

computer readable program code means for causing a 
computer (as effectuated by components of the set-top box in Fig. 2), 
when said program is not stored in said second storage device (as in 
If [29], and example of If [34], the first device communicates with other 
devices based on the processes outlined in Fig. 3. If resources are not 
available for the action requested at 61 , then processes of steps 62- 66 
will commence) to record said program to said second storage 
device, when there is sufficient space available for said program on 
said second storage device and not on said first storage device (66). 
Also see If [45] 
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4.4.3. Regarding claim 34, as analyzed for claim 17 computer readable program 
code means for recording said program to said second storage device 
prior to receiving the recording request in said first set-top box, as in If 

[32], a secondary device may be designated as the control member, 
receiving all requests for resources, therefore the second device/ control 
member is configured to receive and act upon a recording request prior to 
receiving said recording request in said first set-top box 

4.4.4. Regarding claim 35, as analyzed for claim 17 computer readable program 
code means for causing a computer to retrieve, over said network, said 
program from said second storage device, with said first set-top box, 

as described in Fig. 3, steps 62- 66, once the available resource is 
identified, the content is stored/ retrieved from said resource. Also see 
[29], [30], [31], [34], and [45]. 

4.4.5. Regarding claim 36, as analyzed for claim 17 computer readable program 
code means for causing a computer to display said program with the first 
set-top box, upon communication amongst resources and designation of 
source, e.g. 1 st or 2 nd set-top box, the program is displayed on the 
appropriate TV set (e.g. 24b) 
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Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 



obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. Claims 4, 12, and 20 are rejected under U.S.C § 103(a) as being unpatentable over 
Gray, in view of M.A. Dovi, USPGPUB 2002/0184451 (hereinafter "Dovi"). 



6.1 . Regarding claim 4, Gray discloses a push/pull configuration flj [35]) where 

devices determine and utilize available resources, and in U [34], 7 th line from the 
end of paragraph, it is further disclosed that the device looks for "sufficient 
capacity", also see Fig. 3, step 65; however Gray is not explicit as to said first 
set-top box determines whether said first storage device or said second 
storage device has more space available and uses the one of said first and 
second storage devices that has more space available. 
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However, Dovi discloses a storage proxy/ registry whereby an application 
performs storage discovery function on available storage units in order to find 
enough space for storing data generated during running of the application (fflj 
[16] and [18]). In particular^ [18], where Dovi monitors the amount of storage 
available, and can reallocate storage and/or reduce service levels in order to 
ensure that the application (video program) has enough space to be stored. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of invention, to modify the system of Gray with Dovi's invention in order to 
optimize storage utilization throughout the network. 

6.2. Claim 12 is rejected by the same analysis as claim 4. 

6.3. Claim 20 is rejected by the same analysis as claim 4. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES R. MARANDI whose telephone number is 
(571)270-1843. The examiner can normally be reached on 8:00 AM- 5:00 PM M-F, 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on (571) 272-7353. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James R. Marandi/ 
Examiner, Art Unit 2421 



/John W. Miller/ 

Supervisory Patent Examiner, Art Unit 2421 



